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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group I (Claims 1-3) in the reply filed on 29 
October 2008 is acknowledged. Claims 4-7 are held withdrawn from consideration 
as being drawn to non-elected subject matter. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 1 appears to require a "protecting reaction" 
to produce an optionally protected alcohol. It is therefore unclear whether the 
"protection reaction" is, in fact, required since the product of the reaction is optional. 
In addition, it is unclear what is meant by "protecting reaction". Claim 1 and its 
dependents are therefore rendered indefinite 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 1 03(c) and potential 35 
U.S.C. 102(e), (f)or (g) prior art under 35 U.S.C. 103(a). 

3. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nelson 
(US 3,864,387 02-1975) when considered with Umezawa et al (JP 001-275541 11- 
1989) and Solomons (Organic Chemistry, 5 th Edition, 1992. pages 240-242). 

Instantly claimed is a process for producing (2R)-2-propyloctanoic acid, which 
comprises subjecting (2R)-2-hexyloxirane to a two-carbon adding reaction to convert 
it to a compound represented by formula (I): wherein X represents an optionally 
protected hydroxyl group, and then subjecting the compound to a one-carbon adding 
reaction to convert it to (2R)-2-propyloctanamide, followed by recrystallization and 
hydrolysis. 
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Nelson teaches (Column 43, line 61 -column 44, line 9) a method for producing 
branched carboxylic acids such as 2-propyloctanoic acid by reaction of a branched 
alkyl halide with sodium cyanide to form a nitrile and hydrolysis of the nitrile to the 
acid. The Examiner notes that intermediate formation of the corresponding amide is 
a necessary consequence of the amide hydrolysis. Purification of a solid 
intermediate by recrystallization is obvious. 

Nelson is silent with regard to the source of the required halide or other suitably 4- 
substituted decane required in order to use his synthetic approach. 

Umezawa, however, teaches (Abstract) the reaction of an optically active oxirane 
such as (R)-(+)-1 , 2-epoxyoctane, obtained by bioenzymatic oxidation of the olefin, 
with ethyl magnesium bromide in the presence of a copper catalyst to give the 
optically active 4-decanol. 

Neither Nelson nor Umezawa teach the use of a protected alcohol for the conversion 
of Umezawa's alcohol to the instantly required conversion to the cyano compound. 

Solomons, however, teaches (Page 243, line 12) the conversion of a halide to the 
corresponding nitrile via an Sn2 reaction as required by the process of Nelson. 
Solomons further teaches (Page 241 , lines 1-14) that sulfonates, as conjugate bases 
of very strong acids, can be used instead of halides as leaving groups. In addition, 
by use of the sulfonates, the configuration of the carbon bearing the hydroxyl group 
is left undisturbed. 
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Thus one of ordinary skill in the art, seeking to implement the process for production 
of 2-propyloctanoic acid taught by Nelson, would have been motivated to employ the 
teachings of Umezawa and Solomons. There would have been a reasonable 
expectation for success because of the specific relevance of their teachings. 

Thus the instantly claimed process would have been obvious to one of ordinary skill 
in the art. 

Conclusion 

4. Claims 1-3 are pending. Claims 1-3 are rejected. Claims 4-7 are held withdrawn 
from consideration as being drawn to non-elected subject matter. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul A. Zucker whose telephone number is 571-272- 
0650. The examiner can normally be reached on Monday-Friday 5:30-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Sullivan can be reached on 571-272-0779. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from 
a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Paul A. Zucker/ 

Primary Examiner, Art Unit 1621 



